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™ TTTC UNITED STATES PATENT AND TRADEMARK OFFICE 


IN RE PATENT OF 

Robert T. FRALEY et al. 

U.S. Patent No. 5,352,605 

Issued: October 4, 1994 

TITLE: CHIMERIC GENES FOR 
TRANSFORMING PLANT 
CELLS USING VIRAL 
PROMOTERS 


GROUP ART UNIT: 184 
EXAMINER: David T. Fox 
July 18, 1995 


I hereby certify that this correspondence is being facsimile 
transmitted to the Patent and Trademark Office, 
Washington D.C. on July 18, 1 995 
Lavin, 

?tic 



Date: 


PETITION FOR THE CORK^CHOf^OF INVENTORSHIP 
OF A PATENT UNDER 37 C.FJEL § 1,324 


Hon. Commissioner of 

Patents and Trademarks 
Washington, D.C. 20231 

Sir: 


Patentees hereby petition under 37 C.F.R. § 1.324 to correct the inventorship 
of this patent to remove as an inventor Robert B. Horsch. Please charge deposit 
account 13-4125 for the petition fee set forth under 37 C.F.R. § 1.20(b). Enclosed 
with this petition is a copy of a statement of facts verified by the originally named 
inventors establishing when the error without deceptive intention was discovered and 
how it occurred, and a copy of a written consent of the assignee (see Exhibit 1). 

Also enclosed is a new declaration executed by Stephen G. Rogers and Robert 
T. Fraley. 
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History of Inventorship Changes 

During the prosecution of the above patent, patentees petitioned for the 
addition of Robert B. Horsch as an inventor. See Paper No. 33. A copy of these 
papers is attached as Exhibit 2. These papers include a declaration of the originally 
named inventors Robert T. Fraley and Stephen G. Rogers, showing that Robert B. 
Horsch was a co-inventor of then pending claims 16-18. This petition to add Robert 
B. Horsch as an inventor was granted, as indicated by the Office Action dated May 
13, 1994 (Paper No. 39). 

Subsequent to the grant of this petition, claims were canceled, including claims 
16-18, which resulted in allowance of the patent application (Paper Nos. 40 and 41). 
The undersigned then submitted a petition under Rule 312(b) to remove Robert B. 
Horsch as an inventor because of the cancellation of claims. Attached as Exhibit 3 is 
a copy of the petition and a copy of the post card showing receipt of this petition by 
the U.S. Patent and Trademark Office on September 6, 1994. In response to a 
telephone request from Ex. David Fox, this petition was resubmitted on September 9, 
1994 by facsimile. A copy of this resubmitted petition is enclosed as Exhibit 4. 
Neither petition has been acted upon by the Patent Office. 

As set forth in petition under Rule 312(b), the cancellation of claims directed to 
Robert B. Horsch's contribution to the invention prior to the notice of allowance 
caused the amendment to the inventorship to be necessary. It was not until the 
preparation of a divisional application directed to Horsch's invention that the 
undersigned recognized the need for this amendment. 

Since both a Rule 312(b) petition and the present petition have been 
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submitted, applicants requests a refund of either the present petition fee under 37 
C.F.R. § 1.20(b) or the prior fee charged under 37 C.F.R. § 1.17(i). 



Monsanto Company BB4F 
700 Chesterfield Village Parkway 
St. Louis, Missouri 63198 
(314) 537-6670 
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IN THE UNITED STATES P ATRNT AND TRADEMARK OFFICE 


IN RE APPLICATION OF 

Robert T. FRALEY et al. 

SERIAL NO: 08/146,621 

FILED: October 28, 1993 

NOW: U.S. Patent No. 5,352,605 

TITLE: CHIMERIC GENES FOR 
TRANSFORMING PLANT 
CELLS USING VIRAL 
PROMOTERS 


GROUP ART UNIT: 184 
EXAMINER: David T. Fox 


DECLARATION OF ROBERT T. FRALEY, STEPHEN G. ROGERS 

AND ROBERT B. HORSCH 


Hon. Commissioner of 

Patents and Trademarks 
Washington, D.C. 20231 


Sir: 


We, Robert T. Fraley, Stephen G. Rogers and Robert B. Horsch hereby declare 
as follows: 

1. On January 17, 1983, three applications were filed, U.S. Serial No. 
458,414 ("the '414 application"), which listed as inventors Robert T. Fraley and 
Stephen G. Rogers; U.S. Serial No. 458,411 ("the '411 application"), which listed as 
inventors Robert T. Fraley and Stephen G. Rogers; and U.S. Serial No. 458,402 ("the 
'402 application"), which listed as inventors Robert T. Fraley, Stephen G. Rogers and 
Robert B. Horsch. Each application incorporated the other application by reference. 
The '414 application originally claimed, inter alia, chimeric genes. The '411 
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application originally claimed, inter alia, a chimeric piece of DNA or a plasmid. The 
'402 application originally claimed, inter alia, a method of creating transformed plant 
cells and differentiated plants. 

2. On April 15, 1983, U.S. Serial No. 458,568 ("the '568 application") was 
filed as a continuation-in-part application of the '414 application. This application 
incorporated the '414 application by reference. This application as originally filed 
contained a dependent claim directed to a differentiated plant. 

3. On November 17, 1986, U.S. Serial No. 931,492 ("the '492 application") 
was filed as a continuation-in-part application of the '568 application. This 
application also incorporated the '568 application by reference. The '492 application 
as originally filed contained independent claims directed to differentiated plants. 

4. On December 7, 1990, U.S. Serial No. 625,637 ("the '637 application") 
was filed as a file wrapper continuation of the '492 application. This application 
became involved in interference No. 102,890. 

5. A continuation application of the '411 application was filed on October 4, 
1985 (U.S. Serial No. 783,336) and a continuation application of the '402 application 
was filed on October 30, 1985 (U.S. Serial No. 793,486). The prosecution of both of 
these cases has been suspended pending a decision in Interference Nos. 102,924, 
102,925 and 102,926. 
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6. In reviewing the '637 application in preparation for the preliminary 
motion stage in the 102,890 interference, our attorney recognized that claims 10-18 
did not correspond to the count (See Frale/s Motion No. 5). Moreover, it was 
recognized that claims 16-18, which are directed to differentiated plants, were 
invented by the same inventive entity as the '402 (and thus, the 793,486 
application), i.e., Fraley, Rogers, and Horsch. 

7. Fraley and Rogers are the inventors of chimeric genes containing either 
the 35S and 19S promoter, and are the inventors of plasmids containing these 
chimeric genes. Horsch's contribution was in selecting and regenerating differentiated 
plants containing the chimeric genes invented by Fraley and Rogers. The 
contribution of Horsch was always recognized by the fact that Horsch was listed as a 
joint inventor in the '402 application. This disclosure was incorporated by reference 
into the '414, '568, '492 and '637 applications, but it was not recognized by Fraley and 
Rogers that by introducing claims to differentiated plants containing chimeric genes 
in the '568, '492 and '637 applications that Horsch should also be listed as an inventor 
in these applications until Fraley and Rogers were informed of that fact by the 
attorney in preparation of the preliminary statements and motions in the 102,890 
interference. 

8. Fraley and Rogers reviewed the '568 and '492 applications and executed 
declarations for those applications in the belief that these applications claimed only 
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Fraley and Rogers' contributions, and that Fraley and Rogers were the sole joint 
inventors. It was not until it was explained by the attorney in review of the 
application for the interference that Fraley and Rogers* mistake was recognized. This 
was the first time that it was recognized by Fraley and Rogers that by amending the 
claims to include differentiated plants that the claims then included the contribution 
of Horsch and that it was necessary to change the inventive entity. 

9. Horsch was added to the application by the Examiner prior to issuance 
of the instant application. However, prior to issuance, the claims directed to 
differentiated plants were canceled. Therefore, Horsch again should have been 
removed as an inventor. The attorney requested this change before the patent 
issued, but this change did not occur. 


L 
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10. We declare that all statements made herein of our own knowledge are 
true and that all statements made on information and belief are believed to be true; 
and further that these statements were made with the knowledge that willful false 
statements and the like made are punishable by fine or imprisonment, or both, under 
Section 1001 of Title 18 of the United States Code and that such willful false 
statements may jeopardize the validity of the above-identified application or any 
patent issuing thereon. 

" Robert T. Fraley \ 


Date 


Date 


y ' ^Stephen G.Ro 


Date: 


>tephen G. Roger 


Robert B. Horsch 



07/18/95 TUE 11:29 FAX 314 537 6047 


CEREGEN/MONSANTO 

♦ 


12] Oil 


TO THE UNITED STATES PA3 


PATENT 

38-21(10640) 
P AND TRADEMARK OFFICE 


IN RE APPLICATION OF 

Robert T. FRALEY et al. 

U.S. Patent No. 5,352,605 

Issued: October 4, 1994 

TITLE: CHIMERIC GENES FOR 
TRANSFORMING PLANT 
CELLS USING VIRAL 
PROMOTERS 


GROUP ART UNIT: 1804 
EXAMINER: David T. Fox 
July 18, 1995 


I hereby certify that this correspondence is being facsimile 
itted to the Patent aniJErademark Office, 
WaBhjn^i(^.C.^£3ul3uK 1995 

BtratiohNo. 30,768 



nee M 



cons: 


!EX$T-OFASSI 


SIGNEE 


Date: 


Hon. Commissioner of 
Patents and Trademarks 
Washington, D.C. 20231 

Sir: 

Monsanto Company is the assignee of the above referenced application, 
as demonstrated by the assignment recorded February 24, 1987 at Reel No. 4673, 
Frame No. 843. Monsanto Company consents to the change of inventorship in this 
patent from Robert T. Fraley, Robert B. Horsch and Stephen G. Rogers to Robert T. 
Fraley and Stephen G. Rogers. 


Signed at St. Louis, State of Missouri, this 18th day of Ji 


MONSANTO COMR 


By 



ierner, Jr. 
Associate Patent Counsel 



Monsanto Company 

800 North Lindbergh 

St. Louis, Missouri 63167 
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RTTRRTTTUTE APPLTCATIQN F OR UNITED STATES PATENT 
DECLARATION * POWER OF ATTORNEY * PETITION 

AS A BELOW-NAMED INVENTOR, I hereby declare that: 
MY RESIDENCE, citizenship, and post office address are as stated below, 
next to my name. 

I BELIEVE I am: 

1. [ ] the original, first and sole inventor, 

2. [X] an original, first and joint inventor, 

of the subject matter which is claimed and for which 
a patent is sought on the invention entitled 

3. CHIMERIC GEN ES FOR TRANSFORMING PLANT CELLS USING 
VIRAL PROMOTERS 

the specification of which, with any Preliminary Amendment, 

4. [ ] is attached hereto 

5. [X] was filed on October 28, 1993 
5(a). as application Serial No. 08/146,621 

6. [ ] including Amendments) filed on (date) 

and (date) 

7. [ ] together with any Amendments) filed herewith. 

I HEREBY STATE that I have reviewed and understand the contents of the 
above-identified Specification, including the Claims, as amended by any Amendments) 
referred to above. 

I ACKNOWLEDGE my Duty to Disclose information of which I am aware 
which is material to the Examination of this Application in accordance with Title 37, Code 
of Federal Regulations, § 1.56(a) including any such information which occurred between 
the filing date of any prior application listed below for which the benefit of Title 35, United 
States Code §120 is claimed and the filing date of this Application. 

I HEREBY STATE that the subject matter which is claimed in any 
Amendments) referred to above was part of my or our invention and was invented before 
the filing of this Application. 

BENEFIT OF EARLIER FILING DATE 

THIS APPLICATION in whole or in part discloses and claims subject 
matter disclosed in and I hereby claim the benefit under Title 35, United States Code, 
§120 of any of my or our prior United States application(s) listed below: 
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serial NO . FILING DATE STATUS 

8. 458.414 Jan. 17. 1983 Abandoned 

4S8.sfi8 Apr is. 1983 Abandoned 

931.492 Nov. 17. 1986 Abandoned 

I HEREBY CLAIM foreign priority benefits under Title 35, United States 
Code, §119 of any foreign application(s) for patent or Inventor's Certificated) listed 
below: 

NUMBER COUNTRY FILING PATS 


9. 

Any foreign application^) for patent or Inventor s Certificate(s) filed by me 
or us which claims or discloses all or any part of the subject matter claimed in this 
Application and which has a filing date before that of the above-listed applications) on 
which foreign priority is claimed is identified below: 

number COUNTRY FILING DATE 


10, 


AS TO ANY subject matter which is claimed in this Application which is not 
common to any above-identified prior application(s) for which the benefit of 35 USC §119 
or §120 is claimed, I do not know and do not believe that the same was ever known or 
used in the United States before my or our invention or discovery thereof, or patented or 
described in any printed publication in any country before my or our invention thereof or 
more than one year prior to the date of this Application, or in public use or on sale in the 
United States more than one year prior to the date of this Application, that said subject 
matter has not been patented or made the subject of an Inventor's Certificate issued 
before the date of this Application in any country foreign to the United States on an 
application filed by me or my legal representatives or assigns more than twelve months 
prior to this Application. 

AS TO ANY subject matter which is claimed in this Application which is 
common to any above-identified prior application^) for which the benefit of 35 USC §120 
is claimed, I do not know and believe that the same was ever known or used in the United 
States before my or our invention or discovery thereof, or patented or described in any 
printed publication in any country before my or our invention thereof or more than one 
year prior to the earliest of said prior applications) to which said subject matter is 
common, or in public use or on sale in the United States more than one year prior to the 
earliest of said prior application^) to which said subject matter is common, that said 
subject matter has not been patented or made the subject of an Inventor's Certificate 
issued before the date of the earliest of said prior application(s) to which said subject 
matter is common in any country foreign to the United States on an application filed by 
me or my legal representatives or assigns more than twelve months prior to the earliest 
of said prior application(s) to which said subject matter is common. 
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11. 0 ALL APPLICATIONS), if any, for patent or Inventor's Certificate on 
any part of said subject claimed in this Application filed by me or my representatives or 
assigns in any country foreign to the United States of America in addition to any listed 
above on which priority is claimed are listed in Annex A, attached hereto. 

I HEREBY appoint the following as my attorneys) and/or agent(s) of record 
with full power of substitution and revocation to prosecute this Application and to 
transact all business in the Patent and Trademark Office connected therewith. 

12. Lawrence M.Lavin, Jr. Reg. No. 30,768 
Dennis R Hoerner, Jr. Reg. No. 30,914 
Richard H. Shear Reg. No. 26,583 
James C. Bolding Reg. No. 26,843 

ALL correspondence/telephone calls in connection with this Application 
should be directed to: 

13 . Lawrence M. Lavin, Jr. - BB4F 
MONSANTO COMPANY 

700 Chesterfield Parkway North 
St. Louis, MO 63198 
13(a). Telephone Number: (314) 537-6670 

I FURTHER declare that all statements made herein of my own knowledge 
are true and that all statements made on information and belief are believed to be true; 
and further that these statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or imprisonment, or both, under 
Section 1001 of Title 18 of the United States Code, and that such willful false statements 
may jeopardize the validity of the Application or any patent issuing thereon. 

WHEREFORE, I PRAY that Letters Patent be granted to me solely or 
jointly with the additional inventorCs) (if any) named below for the invention described and 
claimed in the above-identified specification and claims, and I hereby subscribe my name 
to the above-identified specification and claims, Declaration, Power of Attorney and this 
Petition. 

14(a). SOLE or FIRST JOINT INVENTOR, 

full name: ROBERT THOMAS FRALEY 

RESIDENCE (State/Country): Missouri/USA 


CITIZENSHIP: U.S.A. 


POST OFFICE ADDRESS: 1048 Woodfield Estates 

Baftwnn. Missouri 63011 

INVENTOR'S SIGNATURE: 
DATE: 
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14(b). SECOND JOINT INVENTOR (if 
any), full name: 

RESIDENCE (State/Country): 

CITIZENSHIP: 

POST OFFICE ADDRESS: 

INVENTOR'S SIGNATURE: 
DATE: 


RTTCPTTFN GARY ROGERS 

Missouri/USA 

TT.fi. A. 

1344 Berahmmer Road 
Marthasvffle. Missouri 63357 



ainjpjb /ate- 


14(c). THIRD JOINT INVENTOR (if 
any), full name: 

RESIDENCE (State/Country): 

CITIZENSHIP: 

POST OFFICE ADDRESS: 

INVENTOR'S SIGNATURE: 
DATE: 


14(c). FOURTH JOINT INVENTOR (if 
any), full name: 

RESIDENCE (State/Country): 

CITIZENSHIP: 

POST OFFICE ADDRESS: 


INVENTOR'S SIGNATURE: 
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IN THE TTNTTim STTATES PATENT ANT> TRADEMARK OFFTfTR 


IN RE APPLICATION OF 

Robert T. FRALEY et al. 

SERIAL NO: 07/625,637 

FILED: December 7, 1990 

TITLE: CHIMERIC GENES FOR 
TRANSFORMING PLANT 
CELLS USING VIRAL 
PROMOTERS 


GROUP ART UNIT: 184 
EXAMINER: David T. Fox 
August 21, 1992 


I hereby certify that thia correspondence is being 
deposited vita the United State* Portal Service aa 
first dan mafl in an envelope addressed toe 
Comnuxaianer af Patente and Trademarks, 
Washington D.C, 20231 on August 21, 1992 
jO Lawrence M. Lavin, Jr. 


PETITION TO CORRECT INVENT 


Hon. Commissioner of 

Patents and Trademarks 
Washington, D.C. 20231 

Sir: 


Applicants hereby petition under 37 C.FJL 1.48 to correct the inventorship 
of this application. Accompanying this petition is a Declaration of Robert T. 
Fraley and Stephen G. Rogers setting forth the the facts establishing when the 
error in warning the incorrect inventorship occurred and how it occurred, 
showing that it occurred without deceptive intention. Also accompanying this 
petition are a declaration by each of the actual inventors under 37 C.F.R. 1.63 and 
a written consent of the assignee. 
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Correction of inventorship of an application should be granted as long as 
the error in naming the wrong inventorship occurred without any deceptive 
intention on the part of the actual inventors. 37 CJJt § 1.48(a). Indeed, if 
unclaimed subject matter is disclosed in an application that is invented by 
another t the application inventorship can be amended when the subject matter is 
claimed. 37 C.F.R. § 1.48(c). Here, the contribution of Horsch had always been 
disclosed in the parent and continuation applications, but was not claimed until 
the '568 application was filed. Applicants recognized the contribution of Horsch 
in view of the '402 application, which had claims directed to a method of 
producing differentiated plants and differentiated plants per se. Applicants did 
not recognize that by amending the claims to include claims to differentiated 
plants that the inventorship should also be amended until this was explained to 
applicants by their attorney in preparation for the preliminary statement and 
motions in Interference 102,890. 

The error thus arose without any deceptive intent on the part of the actual 
inventors as required by Rule 48. It is therefore requested that this motion should 
be granted. 
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Please charge the fee set forth in 37 C.FH. 1.17(h) to Deposit Account No. 
13-4125. Please charge any additional fees associated with this petition or credit 
overpayment to the above-identified Deposit Account. 



Lawrence M. Lavin, Jr/ 
Attorney for Applicants 
Registration No. 30,768 


Monsanto Company BB4F 
700 Chesterfield Village Parkway 
St Louis, Missouri 63198 
(314)537-6670 
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IN RE APPLICATION OF 

Robert T. FRALEY et al. 

SERIAL NO: 07/625,637 

FILED: December 7, 1990 

TITLE: CHIMERIC GENES FOR 
TRANSFORMING PLANT 
CELLS USING VIRAL 
PROMOTERS 


KMC* 
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38-2U10525) 
ARK OFFICE 


GROUP ART UNIT: 184 
EXAMINER: David T. Fox 
August 21, 1992 


I hereby certify that this cunreapondsncc ic bring 
dspcrited with the United States Postal Service as 
first claw mail in an envelope addrecced to: 
Commissioner of Stents and Trademarks, 
Washington D.C, 20231 en August 21, 1992 
Lawrence M*£4Mfit Jr* 
^ a Re&isfialu^Sd! 30 768 



DECLARATION OF ROBERT T. FRALEY AND STEPHEN a ROGERS 


Hon. Commissioner of 

Patents and Trademarks 
Washington, D.C. 20231 

Sir: 

We, Robert T. Fraley and Stephen G. Rogers hereby declare as follows: 
1. On January 17, 1983, three applications were filed, U.S. Serial No. 
458,414 ("the '414 application*), which listed as inventors Robert T. Fraley and 
Stephen G. Rogers; U.S. Serial No. 458,411 ("the '411 application"), which listed as 
inventors Robert T. Fraley and Stephen G. Rogers; and U.S. Serial No. 458,402 
("the '402 application"), which listed as inventors Robert T. Fraley, Stephen G. 
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Rogers and Robert B. Horsch. Each application incorporated the other application 
by reference. The '414 application originally claimed* inter alia, chimeric genes. 
The '411 application originally claimed, inter alia, a chimeric piece of DNA or a 
plasmid. The '402 application originally claimed, inter alia, a method of creating 
transformed plant cells and differentiated plants. 

2. On April 15, 1983, U.S. Serial No. 458,568 ("the '568 application") was 
filed as a continuation-in-part application of the '414 application. This application 
incorporated the '414 application by reference. This application as originally filed 
contained a dependent claim directed to a differentiated plant. 

3. On November 17, 1986, U.S. Serial No. 931,492 ("the '492 application") 
was filed as a continuation-in-part application of the '568 application. This 
application also incorporated the '568 application by reference. The '492 
application as originally filed contained independent claims directed to 
differentiated plants. 

4. On December 7, 1990, U.S. Serial No. 625,637 ("the '637 application") 
was filed as a file wrapper continuation of the '492 application. This application is 
the application of party Fraley et al. which is subject to the present interference. 

5. A continuation application of the '411 application was filed on October 
4, 1985 (U.S. Serial No. 783,336) and a continuation application of the '402 


i 
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application was filed on October 30, 1985 (U.S. Serial No. 793,486). The prosecution 
of both of these cases has been suspended pending the declaration of one or more 
interferences. 

6. In reviewing the '637 application in preparation for the preliminary 
motion stage of the present interference, our attorney recognized that claims 10-18 
did not correspond to the count (See Frale/s Motion No. 5). Moreover, it was 
recognized that claims 16*18, which are directed to differentiated plants, were 
invented by the same inventive entity as the '402 (and thus, the 793,486 
application), i.e., Fraley, Rogers, and Horsch. 

7. We are the inventors of chimeric genes containing either the 35S and 
19S promoter, and are the inventors of plasmids containing these chimeric genes. 
Horsch's contribution was in selecting and regenerating differentiated plants 
containing the chimeric genes invented by us. The contribution of Horsch was 
always recognized by the fact that Horsch was listed as a joint inventor in the '402 
application. This disclosure was incorporated by reference into the '414, '568, '492 
and '637 applications, but it was not recognized by us that by introducing claims to 
differentiated plants containing chimeric genes in the '568, '492 and '637 
applications that Horsch should also be listed as an inventor in these applications 
until we were informed of that fact by our attorney in preparation of the 
preliminary statements and motions in the present interference. 
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8. We reviewed the '568 and 4 492 applications and executed declarations 
for those applications in the belief that these applications claimed only our 
contributions, and that we were the sole joint inventors. It was not until it was 
explained by our attorney in review of the application for the interference that our 
mistake was recognized by us. This was the first time that it was recognized by us 
that by p™«™<«n g the claims to include differentiated plants that the claims then 
included the contribution of Horsch and that it was necessary to change the 
inventive entity. 

9. We declare that all statements made herein of our own knowledge 
are true and that all statements made on information and belief are believed to be 
true; and further that these statements were made with the knowledge that 
willful false statements and the like made are punishable by fine or 
imprisonment, or both, under Section 1001 of Title 18 of the United States Code and 
that such willful false statements may jeopardize the validity of the above- 
identified application or any patent issuing tHer^on. 
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g Avm jr xTtnsrvrxn TTvnm STMTS PATENT 

raarr jit^attok • powtp op ArmBNRY » petition 

AS A BELOW-NAMED INVENTOR, I hereby declare thai: 

MY RESIDENCE, citizenship, and post office address are as stated below, 
next to my name. 


I BELIEVE I 

1. □ The original, first and sole inventor, 

2. [X] an originaL first and joint inventor, 

of the subject matter which is claimed and for which a patent is sought on 
the invention entitled: 

3. CHIMERIC GENES FOR TRANSFORMING PLANT CELLS USING 
VIRAL PROMOTERS 

the specification of which, with any Preliminary Amendments, 

4. Q is attsched hereto 

5. [X] was filed on December 7, 1990 
5(a) as Application Serial No. 07/626,637 

6. □ including Amendments) filed on 

7. □ together with any Amendments) filed herewith. 

I HHkKHV STATE that I have reviewed and understand the contents 
of the above-identified specifications, T«rft«K«g the Claims, as amended by 
any Amendments) referred to above. 

I ACKNOWLEDGE my Duty to Disclose information of which I am 
aware which is material to the Examination of this Application in 
accordance with Title 37, Code of Federal Regulations, § 1.56(a) inrinriing 
any such information which occurred between the filing date of any prior 
application listed below for which the benefit of Title 35, United States Code 
$120 is *ift™<wi and the filing date of this Application. 

I HEREBY STATE that the subject matter which is claimed in any 
Amendments) referred to above was part of my or our invention and was 
invented before the filing of this Application. 


t 
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TffTMTTT OF » *»T™ VTTTMft TIATE 

THIS APPLICATION in whole or in part disclose* and claims 
subject matter disclosed in and I hereby claim the benefit under title 85, 
United States Code, (120 of any of my or our prior United States 
Applications(s) listed below: 

ggRTAT, NO VTT.TMfl PATE STATUS 

g # 468,414 January 17, 1983 Abandoned 

468,668 April 15, 1983 Abandoned 

931,492 November 17, 1986 Abandoned 

I HEREBY CLAIM foreign priority benefits under Title 35, United 
States Code, (119 of any foreign application^) for patent or Inventor's 
Certificated listed below: 

number rntTNTRY FILING DATE 


Any foreign applications) for patent or Inventor's Certificated) filed 
by me or us which claims or ell or any part of the subject matter 

ri«imiw4 in this Application and which has a filing date before that of the 
above-listed application^) on which foreign priority is claimed is identified 
below: 

NT1MKPTR POTTNTRY FTTiTNfi DATE 

10. 

AS TO ANY subject matter which is claimed in this Application 
which is not common to any above-identified prior application^) for which 
the benefit of 35 U.S.C. $119 or $120 is claimed, I do not know and do not 
believe that the same was ever known or used in the United States before my 
or our invention or discovery thereof, or patented or described in any printed 
publication in any country before my or our invention thereof or more than 
one year prior to the date of this Application, or in public use or on sale in 
the United States more than one year prior to the date of this Application, 
that said subject matter has not been patented or made the subject of an 
Inventor's Certificate issued before the date of this Application filed by me 
or my legal representatives or assigns more than twelve months prior to 
this Application. 

AS TO ANY subject matter which is claimed in this Application 
which is common to any above-identified prior applications(s) for which the 
benefit of 35 U.S.C. $120 is claimed, I do not know and believe that the same 
was ever known or used in the United States before my or our invention or 
discovery thereof or patented or described in any printed publication in any 
country before my or our invention thereof or more than one year prior to 
the earliest of said prior application**) to which said subject matter is 
onfiitwoti, or in public use or on sale in the United States more than one year 
prior to the eariisst of said prior application^) to which said subject matter 
is common, that said subject matter has not been patented or made the 
subject of an Inventor's Certificate issued before the date of the earliest of 
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said prior application^) to which said subject matter is common in any 
country foreign to the United States on an application filed by me or my 
legal representatives or assigns more than twelve months prior to the 
earliest of said prior applications^) to which said subject matter is 
common. 

1L □ ALL APPLICATIONS if any, for patent or Inventor's Certificate 

on any part of said subject rimmed in tide Application filed by me or my 
representatives or assigns in any country foreign to the United States of 
America in addition to any listed above on which priority is claimed ere 
listed in Annex A* attached hereto. 

I HEREBY appoint the following as my attorneys) and/or agent(s) of 
record with full power of substitution and revocation to prosecute this 
Application and to transact all business in the Patent and Trademark Office 
connected therewith. 

12. Lawrence M. Levin, Jr. Beg. No. 30,768 
Dennis R. Hoerner, Jr. Beg. No. 30514 
James C. Bolding Beg. No. 28343 

ALL cor re sp o n d en ce/telephone calls in connection with this 
Application should be directed to: 

13. Lawrence M. Lavin, Jr. 
Monsanto Company * BB4F 

700 Chesterfield Village Parkway 
St Louis, Missouri 63198 

13(a). Telephone Number (314) 637-6670 

I FURTHER declare that all statements made herein of my own 
knowledge are true and that all statements made on information and belief 
are believed to be true; and further that these statements were made with 
the knowledge that willfbl false statements and the like so made ere 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 
of the United States Code, and that such willful false statements may 
jeopardize the validity of the Application or any patent issuing thereon. 

WHEREFORE, I FRAY that Letters Patent be granted to me solely or 
jointly with the additional inventorU) (if any) named below for the invention 
described and claimed in the above»identified specification and claims, and 
I hereby subscribe my name to the above-identified specification and 
claims. Declaration, Power of Attorney and this Petition. 
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14(a). SOLE or FIBST JOINT INVENTOR, 
firat name: 

RESIDENCE (State/Country) 

CITIZENSHIP: 

POST OFFICE ADDRESS: 

INVENTOR'S SIGNATURE 
DATE: 


ttfflffittT THOMAS TRATJSY 
/ TT H A 

USA. 



14(b). 


14(e) 


SECOND JOINT INVENTOR, 
(if any) full 


Si 


r BRUCE HnMfiH 


RESIDENCE (State/Country) 

CTTIZENSHD?: 

POST OFFICE ADDRESS: 

INVENTOR'S SIGNATURE 
DATE: 


U.S.A. 



THIRD JOINT INVENTOR, 
(if any) full : 


STEPHEN OAHV WWHM 


RESIDENCE (State/Country) 

CITIZEN SHIP: 

POST OFFICE ADDRESS: 

INVENTOR S SIGNATURE 
DATE: 


U.S.A. 

AM* W»rt ffn B WnnWiri VI 


14(d) FOURTH JOINT INVENTOR, 
(if any) full 


RESIDENCE (StaWCountry) 

CITIZENSHIP: 

POST OFFICE ADDRESS: 


INVENTOR'S SIGNATURE 
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nsrrrKn STATES PATFNT AVH TRA1 


EA3 

38-21(10525) 
[ARK OFFICE 


IN RE APPLICATION OF 

Robert T. FRALEY et al. 

SERIAL NO: 07/625,637 

FILED: December 7, 1990 

TITLE: CHIMERIC GENES FOR 
TRANSFORMING PLANT 
CELLS USING VIRAL 
PROMOTERS 


GROUP ART UNIT: 184 
EXAMINER: David T. Fox 
August 21, 1992 


I haraby certify that tMa comspandanca ii bang dopaertad with tha United StatM 
Portal Sarvica — firat riaaa mil in an anvalopa addraaaa d tot 
Comxniaaionar of Patanta and Trademarks, 
Waahington D.C, 20231 on August 21, 1992 
Lawrence M. Lavin, Jr. 

NTof r ASSIGNEE 


Hon. Commissioner of 

Patents and Trademarks 
Washington, D.C. 20231 

Sir: 

Monsanto Company is the assignee of the above referenced 
application, as demonstrated by the assignment recorded February 24, 1987 at 
Reel No. 4673, Frame No. 843. Monsanto Company consents to the change of 
inventorship in this application from Robert T. Fraley and Stephen G. Rogers to 
Robert T. Fraley, Robert B. Horsch and Stephen G. Rogers. 

Signed at St Louis, State of Missouri, this 20th day of August, 1992. 

IONSANTO COMPANY 



Dennis R noerner 
Associate Patent Counsel 


Monsanto Company 
800 North Lindbergh 
St Louis, Missouri 63167 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

CASE: 38-21 (10640)A 


APPLICANTS) Fraley et al. 
TITLE Chimeric genes for 


ATTY: _LML 


transforming plant rplls using viral 


Description of Paper 


promoters 


Petition for A mendment » petition to correct inventorship. 


'ages of Spec. 
Number of Claims 
Sheets of Dwgs. 
PATENT OFFICE 
DATE STAMP BELO 

G-4526 (Rev. 2/94) 



Declaration ( ) 
Deposit Acct. No. 13-415 


Date Mailed to PTO 9 " 2 '^ 


s«ttNo. 08/146,621 
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IN THE I 


STATES PA1 


MM 


38-21(10640) 
r AND THAT^M AM? OFFTHF. 


IN RE APPLICATION OF 

Robert T. FRALEY et al. 

SERIAL NO: 08/146,621 

FILED: October 28, 1993 

TITLE: CHIMERIC GENES FOR 
TRANSFORMING PLANT 
CELLS USING VIRAL 
PROMOTERS 


GROUP ART UNIT: 184 
EXAMINER: David T. Fox 
September 2, 1994 

Batch B84 


I hereby certify that thii correspondence is being 
deposited with the United States Postal Service as 
first class mail in an envelope addressed to: 
Commissioner of Patents and Trademarks, 
Washington D.C., 20231 onSeptember 2, 1994 

Date: 



PETITION FOR AN AMEND! 


ER RULE 312(b) 


Hon. Commissioner of 

Patents and Trademarks 
Washington, D.C. 20231 

Sir: 


Applicants hereby petition to amend the application under 37 C.F.R. §§ 
1.312(b) and 1.48(b) to correct the inventorship of this application to remove as an 
inventor Robert B. Horsch. The cancellation of claims directed to this inventor's 
invention prior to the notice of allowance caused this amendment to be necessary. 
These claims were cancelled in an amendment filed June 1, 1994. The notice of 
allowance was mailed June 20, 1994 and the issue fee was paid on June 27, 1994, in 
an effort to get early issuance of a patent application that had been pending over ten 
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U.S. Serltl No. 08/146,621 

PETITION FOR AN AMENDMENT UNDER RULE 312(b) 
Page 2 

years. It was not until the preparation of a divisional application directed to this 
inventor's invention, which is being filed on this date, that the undersigned recognized 
the need for this amendment. 

Please charge the fee set forth in 37 C.F.R. 1.17(i) to Deposit Account No. 
13-4125. Please charge any additional fees associated with this petition or credit 
overpayment to the above-identified Deposit Account. 



Monsanto Company BB4F 
700 Chesterfield Village Parkway 
St. Louis, Missouri 63198 
(314) 537-6670 
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IN THE UNITED STATES PATENT AND TRADEMARK OVT^, 


IN RE APPLICATION OF 

Robert T. FRALET et al. 

SERIAL NO: 08/146,621 

FILED: October 28, 1993 

TITLE: CHIMERIC GENES FOR 
TRANSFORMING PLANT 
CELLS USING VIRAL 
PROMOTERS 


GROUP ART UNIT: 184 
EXAMINER: David T. Fox 
September 2, 1994 

BoxB84 


I hereby certify that this correspondence is being 
deposited with the United States Postal Service as 
first class mail in an envelope addressed to: 
Commissioner of Patents and Trademarks, 
O.C., 20231 onSeptembe>3, 1994 



PETITION TOCO! 


INVENTORSHIP 


Hon. Commissioner of 
Patents and Trademarks 
Washington, D.C. 20231 

Sir 


Applicants hereby petition under 37 C.F.R. 1.48(b) to correct the inventorship 
of this application to remove as an inventor Robert B* Horsch. The cancellation of 
claims directed to this inventor's invention prior to the notice of allowance caused this 
amendment to be necessary. It was not until the preparation of a divisional 
application directed to this inventor's invention, which is being filed on this date, that 
the undersigned recognized the need for this amendment. 

Please charge the fee set forth in 37 C.F.R. 1.17(h) to Deposit Account No. 
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U.So Serial No. OS/146,621 
Petition to Correct Inventorship 
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13-4125. Please charge any additional fees associated with this petition or credit 
overpayment to the above-identified Deposit Account. 



Monsanto Company BB4F 
700 Chesterfield Village Parkway 
St. Louis, Missouri 63198 
(314) 537-6670 
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MONSANTO COMPANY 

700 CHESTERFIELD PARKWAY NORTH 
ST. LOUIS, MISSOURI 63198 


TELECOPIER NUMBER: (314) 537-6047 


DATE: September 9, 1994 

FAX: (703) 305-3014 

TOTAL # PAGES: 5 

T0: Ex. David T. Fox 

U.S. Patent Office - Group 1804 

FROM: Lawrence M. Lavin, Jr. 
Patent Department 
(314) 537-6670 

COMMENTS: Enclosed are a Petition for an amendment under 37 C.F.R. § 1.312(b) and a 
Petition to Correct Inventorship under 37 C.F.R. § 1.48(b). 


The information contained in this facsimile message is CONFIDENTIAL INFORMATION and may 
also be LEGALLY PRIVILEGED, intended only for the use of the individual or entity named above. If you 
are not the intended recipient, you are hereby notified that any use, review, dissemination, distribution or 
copying of this document is strictly prohibited. If you have received this document in error, please 
immediately notify us by telephone (call collect to the person and number below) and destroy the original 
message. Thank you. 


NOTICE OF CO NFIDENTIAL INFORMATION 


If all pages are not received, or if copies are illegible, plase contact Waraporn Wun 
at (314) 537-7446 


r 
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PATENT 
38-21(10640) 

TN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
IN RE APPLICATION OF ) 

Robert T.FRALEYet al. ) GROUP ART UNIT: 184 

SERIAL NO: 08/146,621 ) EXAMINER: David T. Fox 

FILED: October 28, 1993 ) September 9, 1994 

TITLE: CHIMERIC GENES FOR ) 

TRANSFORMING PLANT ) Batch B84 

CELLS USING VIRAL ) 

PROMOTERS ) 

I hereby certify that this correspondence is being facsimile 
transmitted to the Patent and Trademark Office, 
Washington D.C. on September ?, 1994 

Lawrence M. Lavin, Jr. / 

PETITION FOR AN AMENDME^TUNDER RULE 312(b) 

Hon. Commissioner of 

Patents and Trademarks 
Washington, D.C. 20231 

Sir 

Applicants hereby petition to amend the application under 37 C.F.R. §§ 
1.312(b) and 1.48(b) to correct the inventorship of this application to remove as an 
inventor Robert B. Horsch. The cancellation of claims directed to this inventor's 
invention prior to the notice of allowance caused this amendment to be necessary. 
These claims were cancelled in an amendment filed June 1, 1994. The notice of 
allowance was mailed June 20, 1994 and the issue fee was paid on June 27, 1994, in 
an effort to get early issuance of a patent application that had been pending over ten 
years. It was not until the preparation of a divisional application directed to this 
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PETITION FOR AN AMENDMENT UNDER RULE 312(b) 
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inventor's invention, which was filed on September 2, 1994, that the undersigned 
recognized the need for this amendment 

Please charge the fee set forth in 37 C.F.R. 1.17(i) to Deposit Account No. 
13-4125. Please charge any additional fees associated with this petition or credit 
overpayment to the above-identified Deposit Account. 

Respectfully submitt^p\ jj 

iwrence 
Attorney for 
Registration 

Monsanto Company BB4F 
700 Chesterfield Village Parkway 
St. Louis, Missouri 63198 
(314) 537-6670 
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IN THE 1 


STATES PATENT AND TRAITCMARK OFFICE 


IN RE APPLICATION OF 

Robert T. FRALEY et al. 

SERIAL NO: 08/146,621 

FILED: October 28, 1993 

TITLE: CHIMERIC GENES FOR 
TRANSFORMING PLANT 
CELLS USING VIRAL 
PROMOTERS 


GROUP ART UNIT: 184 
EXAMINER: David T. Fox 
September 9, 1994 



I hereby certify that this correspondence is being facsimile 
transmitted to the Patent and Trademark Office, 
Washington D.C. on September 9, 1994 
. Lavin, Jr. 

No. 30,768 ef/<$^^ 


PETITION 


Hon. Commissioner of 

Patents and Trademarks 
Washington, D.C. 20231 

Sir 



Date: 



CT INVENTORSHIP 


Applicants hereby petition under 37 C.F.R. 1.48(b) to correct the inventorship 
of this application to remove as an inventor Robert B. Horsch. The cancellation of 
claims directed to this inventor's invention prior to the notice of allowance caused this 
amendment to be necessary. It was not until the preparation of a divisional 
application directed to this inventor's invention, which was filed on September 2, 
1994, that the undersigned recognized the need for this amendment. 

Please charge the fee set forth in 37 C.F.R. 1.17(h) to Deposit Account No. 
13-4125. Please charge any additional fees associated with this petition or credit 
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overpayment to the above-identified Deposit Account. 

iy submitted, 



Lawrence M. Laving 
Attorney for Applicants 
Registration No. 30,768 



Monsanto Company BB4F 
700 Chesterfield Village Parkway 
St. Louis, Missouri 63198 
(314) 537-6670 


